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DETAILED ACTION 



1 . This is in response to the applicant's communication filed on September 1 2, 
2008, wherein: 

Claims 1,14, and 28 have been amended; 
Claims 1-32 are currently pending; 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 14-27, 28-32 are rejected under 35 U.S.C. 101 because the claim 
invention is directed to non-statutory subject matter, specifically directed towards 
computer programs (program operable to) representing computer listings per se. 
Computer programs claimed as computer listings per se, i.e., the descriptions or 
expressions of the programs, are not physical "things." They are neither computer 
components nor statutory processes, as they are not "acts" being performed. Such 
claimed computer programs do not define any structural and functional 
interrelationships between the computer program and other claimed elements of a 
computer which permit the computer program's functionality to be realized. In contrast, 
a claimed computer-readable medium encoded with a computer program is a computer 
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element which defines structural and functional interrelationships between the computer 
program and the rest of the computer which permit the computer program's functionality 
to be realized, and is thus statutory. See Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 
1035. Accordingly, it is important to distinguish claims that define descriptive material 
per se from claims that define statutory inventions. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 28-29, 31-32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hauser et al. (US 6,536,659) in view of Meyer et al (US 2002/0077976) 

As for claim 28, Hauser discloses a computer product for providing merchandise 
return labels for enabling a customer to ship a package containing one or more items 
previously acquired from a merchant during a unique transaction, comprising 
programming operable to: 

a) access item data representing at least one detail about the item [...transmit 
the return merchandise data; abstract; col.2, lines 11-13]; 
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b) access transaction data representing at least one detail about the transaction 
associated with the item [...data identify the merchant and the merchandise purchased 
by customer, col. 2, lines 13-16; col. 4, lines 9-15]; 

c) correlate the item data and transaction data with a set of stored business rules 
to determine coding to be printed on a shipping label 

{see figures 1 , 3-5; disclose the correlating data with rules to generate the 
shipping label with a barcode}; 

wherein the set of stored business rules specify how packages are to be shipped 
and represent guidelines for determining a selected shipping carrier, a shipping 
destination or shipping rate {see figures 1-2 shows the correlate the item and data 
transaction and figure 2 shows selected from the group of shipping destination (i.e. 
retailer, donate to charity, salvage; col. 6, lines 50-65;]; 

d) generate a machine readable code for the return shipping label [...label (52) 
includes the address for returns (shipping origin) and a bar code to identify the 
merchant and merchandise being returned (identification of the transaction); abstract; 
col. 4, lines 1-30; col. 6, lines 21-27; and figures 2 and 6]; and 

e) format the return label, such that the return label contains the machine 
readable code and complies with shipping label specifications of a carrier 

[...return label having a machine readable code (52) figure 2; and is applied in 
the package to ship via USP or shipper, col. 4, lines 16-30; figure 1, step 18-20]. 



Application/Control Number: 10/775,368 Page 5 

Art Unit: 3689 

HAUSER ET AL discloses the generation of the machine readable code (bar 
code) including returning information and the merchant information on or with the 
shipping label {see col. 4, lines 1-35} 

HAUSER ET AL fairly teaches the claimed invention except for wherein the 
machine readable code is generated/correlated from the item data, transaction data, 
customer data, package data with a set of stored business rules. 

MEYER ET AL is cited to teach the generation of the machine readable code 
(bar code) wherein the machine readable code is generated/correlated from the 
customer data and the biller/service provider data and printed the code on the mailing 
label (invoice or payment invoice) for the benefit of permitting a 3 - party to scan the bar 
code and based on the identifying data of the bar code, to effect a specific task 
automatically or more efficiently or in a pre-determined manner for a certain party/entity 
involved in the transaction or service, i.e. to effect a payment to the biller in a 
predetermined amount {see abstract; pars. 0030-0031 ; 0051 ; figures 1 , 6-8}. It would 
have obvious to modify the teachings of HAUSER ET AL by modifying the generation of 
the machine readable code whereby the code is generated/correlated from the 
customer's data the biller/service provider data and printed the code on the mailing label 
(invoice or payment invoice) to permit a 3 - party to scan the bar code and based on the 
identifying data of the bar code, to effect a specific task automatically or more efficiently 
or in a pre-determined manner for a certain party/entity involved in the transaction or 
service, i.e. to effect a payment to the biller in a predetermined amount {see abstract}. 
The inclusion of other customer's data such as transaction data is inherently included or 
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would have been obvious to include other relevant customer data in the code to allow it 
to have more functions or information if desired. 

Note: for convenience, letters (a)-(e) are added to the beginning of each step. 

As for claim 29, Hauser discloses wherein the programming is further operable 
to access customer data representing at least one detail about a customer associated 
with the transaction, to further correlate customer data with the business rules 
[...business rules such as sorting the merchandise, verify contents against database, 
disposition to merchandise; figure 2]. 

As for claim 31, Hauser discloses wherein the shipping parameters further may 
comprise choice of carrier [figure 2]. 

As for claim 32, Hauser discloses wherein the shipping parameters further may 
comprise package disposition [figure 2]. 

6. Claims 1-27, 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hauser et al. (US 6,536,659) in view of Holtz et al (2004/0128265) and further in view of 
Meyer et al. 

As for claim 1, Hauser discloses a computer-implemented method of providing 
merchandise return labels for enabling a customer to ship a package containing one or 
more items previously acquired from a merchant during a unique transaction, 
comprising the steps of: 

a) accessing item data representing at least one detail about the item [...transmit 
the return merchandise data; abstract; col.2, lines 11-13]; 
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b) accessing transaction data representing at least one detail about the 
transaction associated with the item [...data identify the merchant and the merchandise 
purchased by customer, col. 2, lines 13-16; col. 4, lines 9-15]; 

c) accessing customer data representing at least one detail about a customer 
associated with the transaction [...customer contact information; merchandise purchase 
by customer, col. 2, lines 13-17; col.4, lines 9-15]; 

e) correlating the item data, transaction data, customer data, with a set of stored 
business rules to determine coding to be printed on a return shipping label {see figures 
1 , 3-5; disclose the correlating data with rules to generate the shipping label with a 
barcode}; 

wherein the set of stored business rules represent guidelines for determining 
choice of carrier, shipping destination, shipping rate, or package disposition {see figures 
1-2 shows the correlate the item and data transaction and figure 2 shows selected from 
the group of shipping destination (i.e. retailer, donate to charity, salvage; col. 6, lines 50- 
65]; 

f) generating a machine readable code for the return shipping label [...label (52) 
includes the address for returns (shipping origin) and a bar code to identify the 
merchant and merchandise being returned (identification of the transaction); abstract; 
col. 4, lines 1-30; col. 6, lines 21-27; and figures 2 and 6]; and 

g) formatting the return label, such that the return shipping label contains the 
machine readable code and complies with shipping label specifications of a carrier 
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[. ..return label having a machine readable code (52) figure 2; and is applied in 
the package to ship via USP or shipper, col. 4, lines 16-30; figure 1, step 18-20]. 

HAUSER ET AL fairly teaches the claimed invention except for information 
about the package data/information representing at least one detail about the package 
in which the item is expected to be shipped (step d). 

In the similar process for returning the merchandise, HOLTZ discloses accessing 
package data representing at least one detail about the package in which the item is 
expected to be shipped [...i.e. weight package data; package's number; package's zip 
code; package image; par. 0014, par. 0016 and figure 2] . 

Therefore, it would have been obvious to one of ordinary skill in the art at to 
provide HAUSER ET AL with the process of returning the merchandise having the 
return labels for enabling a customer to ship a package to include the method of 
accessing the package data as taught y HOLTZ ET AL in order to improve the process 
for returning the merchandise. 

HAUSER ET AL/HOLTZ fairly teach the claimed invention except for wherein the 
machine readable code is generated/correlated from the item data, transaction data, 
customer data, package data with a set of stored business rules. 

MEYER ET AL is cited to teach the generation of the machine readable code 
(bar code) wherein the machine readable code is generated/correlated from the 
customer data and the biller/service provider data and printed the code on the mailing 
label (invoice or payment invoice) for the benefit of permitting a 3 - party to scan the bar 
code and based on the identifying data of the bar code, to effect a specific task 
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automatically or more efficiently or in a pre-determined manner for a certain party/entity 
involved in the transaction or service, i.e. to effect a payment to the biller in a 
predetermined amount {see abstract; pars. 0030-0031 ; 0051 ; figures 1 , 6-8}. It would 
have obvious to modify the teachings of HAUSER ET AL/HOLTZ by modifying the 
generation of the machine readable code whereby the code is generated/correlated 
from the customer's data the biller/service provider data and printed the code on the 
mailing label (invoice or payment invoice) to permit a 3 - party to scan the bar code and 
based on the identifying data of the bar code, to effect a specific task automatically or 
more efficiently or in a pre-determined manner for a certain party/entity involved in the 
transaction or service, i.e. to effect a payment to the biller in a predetermined amount 
{see abstract}. The inclusion of other customer's data such as transaction data is 
inherently included or would have been obvious to include other relevant customer data 
in the code to allow it to have more functions or information if desired. 

As for claim 2, Hauser discloses the item data identifies an item type [...different 
code is associate to each type of merchandise; col. 8, lines 23-30]. 

As for claim 3, Hauser discloses the item data identifies an item value [...value 
of the merchandise; col. 2, lines 53-56]. 

As for claim 4, Hauser discloses transaction data is a transaction identifier 
[...abstract; col. 4, lines 9-15]. 

As for claim 5, Hauser discloses transaction data is a transaction date [col. 8, 
lines 59-62]. 
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As for claim 6, Hauser discloses the customer data represents a shipping origin 
[figures 1-2]. 

As for claim 7, Hauser discloses the customer data represents customer 
preferences [...data from customer request for returning merchandise; col. 4, lines 9-15]. 

As for claim 8, Hauser discloses customer data identifies a payee of shipping 
costs [...providing a prepaid shipping label (206) from merchant (202); figures 4 - 5]. 

As for claim 9, Holtz discloses the package data represents package weight 
[par. 0016]. 

As for claim 10, Holtz discloses the package data represents package size [par. 
0062; figure 9]. 

Furthermore, it appear that some of the limitations in the dependent claims are 
non-functional descriptive material. 

As for claim 11, Hauser discloses accessing shipping rate data [...prepaid 
shipping; figure 5]. 

As for claim 12, Hauser discloses accessing carrier center location data [figures 

2-3]. 

As for claim 13, Hauser discloses the carrier center location data represents 
bulk mail center data [figures 2-3]. 

As for independent claim 14, basically has the same limitation as the rejected 
independent claim 1 above, it is rejected for the same reason sets forth the independent 
claim 1 above. 
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As for claim 15, Hauser discloses access at least one of the group of item data, 
customer data, transaction data, or product data, via a remote data communications link 
[figures 3 and 5]. 

As for claim 16, Hauser discloses further operable to access shipping rate data 
[...prepaid shipping; figure 5]. 

As for claim 17, Hauser discloses accessing carrier center location data [figures 

2-3]. 

As for claim 18, Hauser discloses the carrier center location data represents 
bulk mail center data [figures 2-3]. 

As for claim 19, Hauser discloses wherein the item data identifies an item type 
[...different code is associate to each type of merchandise; col. 8, lines 23-30]. 

As for claim 20, Hauser discloses wherein the item data identifies an item value 
[...value of the merchandise; col. 2, lines 53-56]. 

As for claim 21, Hauser discloses wherein the transaction data is a transaction 
identifier [...abstract; col. 4, lines 9-15]. 

As for claim 22, Hauser discloses wherein the transaction data is a transaction 
date [col. 8, lines 59-62]... 

As for claim 23, Hauser discloses wherein the customer data represents a 
shipping origin [figures 1-2]. 

As for claim 24, Hauser discloses wherein the customer data represents 
customer preferences [...data from customer request for returning merchandise; col. 4, 
lines 9-15]. 
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As for claim 25, Hauser discloses wherein the customer data identifies a payee 
of shipping costs [...providing a prepaid shipping label (206) from merchant (202); 
figures 4-5]. 

As for claim 26, Holtz discloses wherein the package data represents package 
weight [par. 0016]. 

As for claim 27, Holtz discloses wherein the package data represents package 
size [par. 0062; figure 9]. 

As for claim 30, the teaching of Hauser is indicated above, Holtz discloses 
wherein the programming is further operable to access package data representing at 
least one detail about the package in which the item is expected to be shipped, and to 
further correlate package data with the business rules [...i.e. weight package data; 
package's number; package's zip code; package image; par. 0014, par. 0016 and 
figures 2 -5]. 

Therefore, it would have been obvious to one of ordinary skill in the art at to 
provide Hauser with the process of returning the merchandise having the return labels 
for enabling a customer to ship a package to include the method of accessing the 
package data as taught y Holtz in order to improve the process for returning the 
merchandise. 

Response to Arguments 

Applicant's arguments with respect to claims 1-32 have been considered but are 
moot in view of the new qround(s) of rejection . As for claim 1 , Applicant stated that 
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HOLTZ ET AL does not teach the accessing package data representing at least one 
detail about the package in which the item is expected to be shipped. The Examiner 
respectfully disagrees in view of the new reference as cited above. HOLTZ disclose the 
process for returning the merchandise including the information about the package i.e. 
weight package data; package's number; package's zip code; package image; par. 
0014, par. 0016 and figure 2] and wherein the worker have to scan one or more bar 
codes of the package into the data collection and tracking system above as shown on 
[0013]. Therefore, it would have been obvious to one of ordinary skill in the art at to 
provide HAUSER ET AL with the process of returning the merchandise having the 
return labels for enabling a customer to ship a package to include the method of 
accessing the package data as taught y HOLTZ ET AL in order to improve the process 
for returning the merchandise. For the reason above, the combination of HAUSER ET 
AL/HOLTZ ET AL teach "accessing package data representing at least one detail about 
the package in which the item is expected to be shipped". 
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Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thuy-Vi Nguyen whose telephone number is 571-270- 
1614. The examiner can normally be reached on Monday through Thursday from 8:30 
A.M to 6:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on 571-272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information As for the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
a. N./ 

Examiner, Art Unit 3689 

/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3689 
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